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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
2/5/2008 has been entered. 

Response to Amendment 

2. The present Office action is made in response to the amendment filed on 
2/5/2008. It is noted that in the amendment, applicant has canceled claims 1 and 3-29 
and added a new set of claims, i.e., claims 30-55, into the application. Note that claim 2 
was canceled in the amendment of 8/4/06. 

3. A review of the device as recited in the newly-added claims has resulted that the 
device of the new claims is similar in scope to that of the original claims, now canceled, 
Thus, all pending claims 30-55 are examined in this Office action. 

Specification 

4. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: 

The specification has not have a proper antecedent basis for the feature related 
to the reflectance an amount equal to or greater than 10% of the visible spectrum in a 
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range between 410 and 800 nm as recited in claim 30, lines 56 and in claim 51, lines 4- 
5. Applicant should note that while the mentioned feature is readable in figures 4-6; 
however, the specification does not have a positive written description for the mentioned 
feature. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claim 41 is rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for a multi-layer thin film coating comprising a 
plurality of dielectric layers which reflects an amount of less than 15% of spectral 
ultraviolet radiation in a range between 315 to 400 nm wherein the layers comprises 12 
layers, does not reasonably provide enablement for a multi-layer thin film coating 
comprising a plurality of dielectric layers which reflects an amount of less than 15% of 
spectral ultraviolet radiation in a range between 315 to 400 nm wherein the layers 
comprises 4 layers as claimed. See Note below. The specification does not enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make the invention commensurate in scope with these claims. 

Note: In the first embodiment as described in pages 6-7 and shown in fig. 4, the 
thin film coating comprising a plurality of dielectric layers reflects an amount of 
less than 15% of spectral ultraviolet radiation in a range between 315 to 400 nm 
wherein the layers comprises 12 layers of Ti0 2 and Si0 2 layers, and in the 
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second embodiment as described in pages 8-9 and shown in fig. 5, the thin film 
coating comprising a plurality of dielectric layers reflects an amount of less than 
15% of spectral ultraviolet radiation in a range between 315 to 400 nm wherein 
the layers comprises 12 layers of Ti0 2 , Si0 2 and Zr0 2 layers. 
However, in the third embodiment as described in pages 9-10 and shown in fig. 
6, the thing film coating comprises 4 layers; however, the reflectance of the thin 
film of 4 layers has an amount larger than 15% in the range of 315 to 350 nm. In 
the range of 350 to 800 nm, the reflectance of the thin film having four layers is 
less than 15% as clearly shown in fig. 6. Thus, the device as claimed in claim 41 
does not have support in the specification. Applicant should note that the base 
claim 30 clearly claims that the reflectance is less than 15% in the range of 315 
to 400 nm and greater than 10% in the range of 410 to 800 nm. 

Claim Objections 

7. Claims 30 and 46 are objected to because of the following informalities. 
Appropriate correction is required. 

a) In claim 30: on line 2, --an-- should be added before "outer"; and 

b) In claim 46: on line 2, "297%" should be changed to --97%--. See specification, 
paragraph [0031]. 

Claim Rejections - 35 USC § 103 

8. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 
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9. Claims 30-37, 41 and 50-51 , as best as understood, are rejected under 35 

U.S.C. 103(a) as being unpatentable over Nakajima (of record). 

Nakajima discloses a multi-layer thin film. The thin film as described in columns 
3-4 and shown in figs. 1(a) and 4 comprises the following features: a) Five layers 
(2-6) of high and low refractive indexes arranged alternatively on a transparent 
substrate (1 ), see fig. 1 (a); b) the multi-layer thin film reflects an amount of less 
than 15% of spectral ultraviolet light in a range of 350 to 400 nm, and reflects an 
amount of greater than 10% of light in the visible range in a range of 410 to 750 
nm (see fig. 4); c) Regarding to the materials of the high and low refractive index 
of the layers, in column 3, lines 55+ through column 4, lines 2, Nakajima 
discloses that the material of the high refractive index layer is Ti02, TaOs, 
Zr0 2 ...and the material of the low refractive index layer is MgF 2 , Si0 2 ,...; and d) 
Regarding to the number of layers used in the film, in column 3, lines 50-54, 
Nakajima discloses that the number of layers is composed of four to eight 
dielectric layers in a laminated relationship having alternatively different reflective 
indices. The only feature missing from the device provided by Nakajima is that he 
does not explicitly teach that the multilayer thin film is used with a photochromic 
lens as claimed. 

However, it is noted that all of the important and critical features recited in the 
claims are directed to the multilayer thin film and not to the so-called 
"photochromic" of the lens referred to in the claims. It is also noted that the 
claims have not disclosed any specific feature related to the structure of the so- 
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called "photochromic lens". Applicant should further note that the transparent 
substrate to which the multi-layer thin film be formed as provided by Nakajima is 
a type of lens. Further, absent of any critical features related to the photochromic 
lens then the structure related to the multilayer thin film as recited in the claims is 
able to use with other optical element such as a windshield of an automobile, a 
window of a building, a protective window for a detecting system,... 
Thus, while Nakajima does not explicitly teach that the multilayer thin film is used 
with a photochromic lens as claimed; however, it would have been obvious to 
one skilled in the art at the time the invention was made to utilize the multilayer 
thin film as provided by Nakajima on any kind of lenses including a photochromic 
lens for the purpose of exhibiting a visible colored appearance when observed 
the optical element in the form of the lens from a side opposite to the lens. 
Regarding to the method as recited, while the combined product does not clearly 
set forth the step of creating a colored photochromic lens; however, it would have 
been obvious to one skilled in the art at the time the invention was made to make 
the multilayer thin film as provided by Nakajima by alternatively applying a plural 
layers made by high and low refractive materials on a photochromic lens for the 
purpose of obtaining a photochromic lens wherein the layers do not adversely 
affect the original photochromic activity of the lens. 

1 0. Claims 38-40, 42, 48-49 and 52-55 are rejected under 35 U.S.C. 1 03(a) as being 

unpatentable over Nakajima. 
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The antireflection multilayered film as provided by Nakajima does not disclose 
that the number of layers in the film is twelve or one hundred as claimed. 
However, the number of layers of the film as claimed is merely that of preferred 
embodiment and no criticality has been disclosed. The support for that 
conclusion is found in the present specification in which applicant has declared 
that the number of layers is not critical/important as can be seen in the present 
specification in page 10, section [0030]. It is also noted that such a non-criticality 
of the number of layers is indeed claimed in the present claims. For instance, the 
number of layers can be four as claimed in present claim 41 . Thus, absent of any 
criticality, it would have been obvious to one skilled in the art at the time the 
invention was made to modify the antireflection multilayered film provided by 
Nakajima by using any combination of numbers of layers as desired for the 
purpose of adjusting the ability of antireflection light of the film. 

1 1 . Claims 43-47 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 

Nakajima. 

The antireflection multilayered film as provided by Nakajima does not explicitly 
state that the multilayered film has an activation value greater than 25% or equal 
to the activation value of a photochromic lens as claimed in present claims 43-47. 
However, such features are considered as an inherent feature from the use of a 
multilayered film provided by Nakajima. The support for that conclusion is found 
in the structure of the multilayered film provided by Nakajima comprises a 
number of alternative low and high refractive indices with the materials of Si0 2 
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and TiC>2 which is identical to the structure of the film as recited in the present 
claims. Since a similarity and/or identity in structure will yield the same function 
and/or result, one skilled in the art will expect that the activation value of the film 
provided by Nakajima is greater than 25% of the activation value of the 
photochromic lens. If it is not inherent then one skilled in the art will recognize 
that the change in the activation value of the film with respect to that of a 
photochromic lens is able to obtain by just adjusting the number of layers and/or 
the thickness of the layers used to constitute the film. Thus, it would have been 
obvious to one skilled in the art at the time the invention was made to modify the 
antireflection multilayered film provided by Nakajima by adjusting the number of 
layers and/or the thickness of the layers used to constitute the antireflection 
multilayered film for the purpose of adjusting the activation value of the film with 
respect to that of the lens which lens is coated by such film. 

Response to Arguments 
10. Applicant's arguments provided in the amendment of 2/5/08, pages 6-9 have 
been fully considered but they are not persuasive for the following reasons. 

Applicant's arguments fail to comply with 37 CFR 1 .1 1 1 (b) because they amount 
to a general allegation that the claims define a patentable invention without 
specifically pointing out how the language of the claims patentably distinguishes 
them from the references. 

Regarding to the applicant's arguments that the multi-layer thin film as provided 
by Nakajima is disposed between a transparent substrate and a light absorbing 
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layer, and the multi-layer thin film of Nakajima is disposed on the rear side of the 
transparent substrate, see amendment, pages 7-8. The examiner offers the 
following opinions. Applicant is respectfully invited to review the device as 
claimed. The device as claimed is directed to a multi-layer thin film formed on an 
outer surface of a photochromic lens. There is not any specific limitation related 
to the structure of the so-called "photochromic" as well as "lens" in the claims. 
The claims recites that a multilayer thin film is formed on an outer surface of a 
photochromic lens; however, the claims have not recited any specific features for 
the so-called "outer" surface of the lens. Any lens has two outer surfaces which 
outer surface is understood as a surface in the contact with an outside 
environment which is not the lens. In this aspect, the multi-layer thin film formed 
on the substrate as provided by Nakajima is clearly an arrangement of a 
multilayer thin film on an outer surface of the transparent substrate. Regarding to 
the feature related to "lens, it is noted that the transparent substrate as provided 
by Nakajima is a type of lens. Applicant should note that a lens is understood as 
an optical element which allows a transmission of light. 
Regarding to applicant's arguments that the multilayer thin film of Nakajima is 
disposed between a transparent substrate and a light absorbing layer while the 
invention is directed to a multilayer formed on an outer surface of a lens. The 
examiner offers the following opinions. First, the term "comprising" used in the 
claim is an open term so that the device can have more than optical components 
which are not directed claimed in the claim. Second, the claims have not claimed 
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that there is not any optical component being formed on the surface of the 
multilayer thin film which surface is opposite to the surface of the thin film in 
contact with the lens. Although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See 
In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 
Regarding to the rejection of claims 43-47 related to the activation value, 
applicant's arguments as provided in the amendment of 2/5/08, pages 8-9 have 
been fully considered but they are not persuasive. Applicant has stated that the 
value is for the lens, not for the multilayer. However, all features recited in the 
claim are directed to a multilayer thin film. The claims have not recited any 
specific structure of the lens, so it is unclear how a lens has such a value as 
claimed. Absent of feature related to the lens, it is assumed that the activation 
value is provided from the multilayer thin film. Applicant has also argued that a 
value is adjusted by an adjustment in number of layers and thickness of layers is 
incorrect; however, a bare statement without any written evidence is not 
considered as sufficient to overcome the rejection. 

Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thong Nguyen whose telephone number is (571) 272- 
2316. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephone B. Allen can be reached on (571) 272-2434. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Thong Nguyen/ 

Primary Examiner, Art Unit 2872 



